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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claims 9 and 1 2-1 6 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Gersmann (EP869265A1). 

As applied to claim 9, Gersmann teaches (Abstract, lines 1-5) a method for 
manufacturing a solid housing wherein the housing has at least three zones (2, 4, 6), 
two directly adjacent ones of the zones having different magnetic properties (sheet 
metal plates having different material properties or two different types of sheet metal 
would naturally have different magnetic properties), the method comprising: 

providing at least three flat sheet metal plates side by side (2, 4, 6, Fig. 1a), each 
having different magnetic properties directly adjacent to the others; 

joining (weld seams 8 & 10, Fig. 1b) the at least three sheet metal plates at 
directly adjacent bordering edges to form a sheet metal section (Fig. 1b); 

shaping (rolling) the sheet metal section into a sleeve shape (Fig. 1c); 

joining together the bordering edges (laser weld seam 12, Fig. 1d, Abstract, line 
3), which are now opposite one another and run in a longitudinal direction of the sleeve, 
to form a sleeve blank (Fig. 1d); and 
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final machining (flanging by attachment of flanges 1 8 & 20 using welding, Fig. 1 e) 
the sleeve blank until a desired geometry of the housing is achieved. 

Regarding the limitation of "a solid valve housing for an electromagnetically 
operable valve", a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In the instant 
application, the "thermal loadable fluid guiding device" (see attached automated 
(machined) translation of EP869265A1 , page 1 , line 1 ) is considered a solid valve 
housing and capable of being used as a solid valve housing for an electromagnetically 
operable valve. 

In addition, the recitation "a solid valve housing for an electromagnetically 
operable valve" has not been given patentable weight because the recitation occurs in 
the preamble. A preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where 
the body of the claim does not depend on the preamble for completeness but, instead, 
the process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). 
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Allowable Subject Matter 

3. Claims 10 and 1 1 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Regarding claim 10, the prior art fails to teach or fairly suggest the claimed step 
wherein the two outer sheet metal plates are made of a magnetic material and the 
middle sheet metal plate is made of a nonmagnetic material in combination with the rest 
of the limitations. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SARANG AFZALI whose telephone number is (571)272- 
8412. The examiner can normally be reached on 7:00-3:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571 ) 272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/SARANG AFZALI/ 
Examiner, Art Unit 3726 
6/5/2010 



